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Office Action Summary 
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09/778,015 



Examiner 

George J. Letscher 



Applicant(s) 
SUZUKI ETAL 



Art Unit 

2653 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE IVIONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a repty be timely filed 
after SIX (6) MONTHS from the mailing date of tfiis communication. 

- If the period for reply spedfled above is less than tfiirty (30) days, a reply within the statutory minimum of tNrty (30) days will be considered timely. 

- If NO period for rerply is specified above, the maximum statutory period will apply and win ext^re SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 28 April 2003 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) li7 is/are pending in the application. 

4a) Of the above claim(s) 6 and 7 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) U5 is/are rejected. 
70 Claim (s) is/are objected to. 

8)n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

The specification is objected to by the Examiner. 

1 0)S The drawing{s) filed on 28 April 2003 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request Uiat any objection to the drawing (s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) 0 The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) CD Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [Z] Notice of Infomial Patent Application (PTO-152) 

3) S InfofTTiation Disclosure Statement(s) (PTO-1449) Paper No(s) H . 6) [I] Other 
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Priority 



1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), 
which papers have been placed of record in the file. 



2. The corrected or substitute drawings were received on 4/28/03. These 
drawings are approved. 



3. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claim 2 is rejected under 35U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 2, line 5, the phrase "portions may be connection terminals" is 
indefinite since it's unclear whether the portions are or are not connection 
terminals. 



Drawings 



Claim Rejections - 35 USC §112 
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Claim Rejections - 35 USC §102 



5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 

this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effect under this 
subsection of a national application published under section 122(b) only if the international 
application designating the United States vfBs published under Article 21(2)(a) of such treaty 
in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that a patent shall not be deemed filed in 
the United States for the purposes of this subsection based on the filing of an international 
application filed under the treaty defined in section 351(a). 

6. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Shinozuka et al 728. 

Claims 1-5 recite the following elements, inter alia, disclosed in 
Shinozuka et al V28: a lens device (1) having an objective lens (2) and drive 
coils (12, 13) fixed to the lens holder (3); a plurality of wire-form elastic 
members (6) made of metal which energize the drive coils. The lens holder is 
made of resin and integral with connection wires 48 via adhesive; see column 
12, lines 10-26. This connects the wires 6 to the drive coils 12,13 and the lens 
holder. The term "molding*' can only be accorded weight to the extent that 
it/they affect(s) the structure of the completed lens device. Two ends of the lens 



holder are exposed so that they are connection terminals to the drive coils. The 
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lens holder and suspension base are integral and made of resin. The lens and 
drive coils are Tixed on the lens holder. See Figures 2-3 86 7-8 of Shinozuka et 



7. Applicant's arguments filed 4/28/03 have been fully considered but they 
are not persuasive. 

On page 4 of the remarks of 4/28/03, Applicant asserts that Shinozuka 
does not disclose the connection wires being integrally molded with the lens 
holder. Firstly, regarding the term "molded," the Examiner notes that as the 
claims are directed to the lens objective device assembly, per se, the method 
limitation(s) appearing in line 7 of claim 1 and lines 2, 5 and 13 of claim 3, 
inter alia, can only be accorded weight to the extent that it/ they affect(s) the 
structure of the completed lens device. Note that "[d]etermination of 
patentability in 'product-by-process' claims is based on product itself, even 
though such claims are limited and defined by process [i.e., "molded"), and 
thus product in such claim is unpatentable if it is the same as, or obvious 
form, product of prior art, even if prior product was made by a different 
process", In re Thorpe, et al, 227 USPQ 964 (CAFC 1985). Furthermore, note 
that a "[pjroduct- by- process claim, although reciting subject matter of claim in 
terms of how it is made [i.e., "molding"], is still product claim; it is patentability 



al 728. 



Response to Arguments 
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of product claimed and not recited process steps that must be established, in 
spite of fact that claim may recite only process limitations". In re Hirao and 
Sato, 190 USPQ 685 (CCPA 1976). 

Secondly, regarding the term "integrally," the Examiner has pointed out 
how Shinozuka provides the flex wiring boards 48 as connection wiring 
between the lens holder and drive coils. The connection wiring is integrally 
connected by virtue of the definition of integral, i.e., to make into a whole by 
bringing parts together. Therefore, the adhesive connection of the lens holder 
and driving coils via any wire connection such as the wire board adhesive or 
the resin connection mentioned on page 5 of the remarks by Applicant still 
pertains to an integral connection. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 



9. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to George Letscher whose telephone 
number is (703) 305-7912. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 305-4750, 



George Letscher 
July 11, 2003 




Primary Examiner 
AU2653 



